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DETAILED ACTION 
Claim Objections 

1 . Claims 1-2 are objected to because of the following informalities: In claims 1 and 2, the 

Examiner suggests adding the phrase —to form the spacer layer— after the phrase "and 
subsequently one or several partial and/or all-over polymer layers of defined thickness are 
applied" in order to clarify that the polymer layers form the spacer layer which is introduced in 
line 2 of each claim. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The spccillcalion shall contain a written description of the invention, and of the manner and process ol' making 
and using it, in such lull, clear, concise, and exact terms as to enable any person skilled in the ail to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the hcsl mode 
contemplated hy the inventor of canying out his invention. 

3. Claim 5 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
enablement requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and/or use the invention. The limitation of claim 5 requiring 
"wherein the layer onto which the spacer layer is applied, is modified by treatment with 
oxidizing fluids or by a PVD or CVD process" [emphasis added] is not enabled in the 
specification. The specification discloses at page 6, third fiiU paragraph, that it is the spacer 
layer that is modified, not the layer onto which (under) the spacer layer is applied. Further, the 
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Examiner was unable to locate disclosure in the specification for modifying the layer under the 
spacer layer. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 4 and 8 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 4 is vague and indefinite because the phrase "wherein the cluster layer a protective 
layer is applied" is confusing. It appears that the phrase —on top of— should be added before 
"the cluster layer." 

Claim 8 is vague and indefinite because it is not clear from the claim language whether 
treatment with sodium hypochlorite, through a PVD process, and through a CVD process are 
intended to be processes in the aUemative, or whether "through a PVD or a CVD process" is 
intended to further describe the sodiiun hypochlorite treatment. The specification does not 
provide clarification. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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(e) the invention was described in (1) an application for patent, publisiied under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 1-4 and 10-1 1 are rejected under 35 U.S.C. 102(e) as being anticipated by Walter 
etal. (US 2005/0001038). 

The applied reference has a common inventor with the instant application. Based upon 
the earher effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1 .132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

With respect to independent claim 1 , Walter et al. discloses a method for the production 
of antifalsification identification elements comprising: applying a layer reflecting 
electromagnetic waves and subsequently a polymeric spacer layer on a carrier substrate (Figure 1 
and paragraphs 10-11); followed by applying a layer formed of metallic clusters on the spacer 
layer; wherein the metallic clusters layer is produced by solvent-based coating system 
(paragraphs 15 and 19) or vacuum technology (paragraph 67). 

As to claim 3, Figure 2 illustrates use of a second carrier substrate having metallic 
clusters layer thereon, and connecting the two carrier substrates to generate the identification 
element. 

As to claim 4, Walter et al. teaches a protective layer on top of the metallic clusters layer 
in paragraphs 17-18. 
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As to claim 10, Walter et al. teaches that the cluster layer may be applied by CVD or 
PVD in paragraph 19. 

With respect to independent claim 2, Walter et al. discloses a method for the production 
of antifalsification identification elements comprising: applying a layer formed of metallic 

clusters and subsequently a polymeric spacer layer on a carrier substrate (paragraphs 22 and 10- 
1 1); followed by applying a layer reflecting electromagnetic waves on the spacer layer; wherein 
the metallic clusters layer is produced by solvent-based coating system (paragraphs 15 and 19) or 
vacuum technology (paragraph 67). 

As to claim 1 1, Figure 2 illustrates use of a second carrier substrate having metallic 
clusters layer thereon, and a first carrier having an electromagnetic wave reflecting layer and 
spacer layer thereon, and connecting the two carrier substrates to generate the identification 
element. 

8. Claims 1-4 and 10-1 1 are rejected irnder 35 U.S.C. 102(b) as being anticipated by WO 
02/18155. 

It is noted that the prior art of Bauer et al. (US 2004/0026917) is used as a working 
Enghsh translation of the WO '155 reference and is cited below. 

With respect to independent claim 1, WO '155 discloses a method for the production of 
antifalsification identification elements comprising: applying a spacer layer, which may be 
polymeric (paragraph 39 of Bauer et al.), on a layer reflecting electromagnetic waves (Figure 1); 
followed by applying a layer formed of metallic clusters on the spacer layer; wherein the metallic 
clusters layer is produced by vacuum technology (paragraph 22). While the Figures illustrate the 
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layer 1 reflecting electromagnetic waves as the lowermost/substrate layer, WO '155 teaches that 
the layer reflecting electromagnetic waves is attached to an object (paragraphs 6, 9, 11, and 13), 
which meets the limitation of a carrier substrate. It is noted that the claims do not require an 
order of steps. 

As to claim 3, Figure 3 illustrates use of a second carrier substrate having metallic 
clusters layer thereon, and connecting the two carrier substrates to generate the identification 
element. 

As to claim 4, WO '155 teaches a protective layer 5 on top of the metallic clusters layer 
(paragraph 39 of Bauer et al). 

As to claim 10, WO '155 teaches that the cluster layer may be applied by vacuum 
technologies (paragraph 22 of Bauer et al.), which is known to be inclusive of vapor deposition. 

With respect to independent claim 2, Figure 3 illustrates use of a second carrier substrate 
having metallic clusters layer thereon, and a first film of a spacer layer and electromagnetic wave 
reflecting layer, and connecting the two to generate the identification element. As to claim 1 1 , 
WO '155 also teaches that the first layer reflecting electromagnetic waves is attached to an 
object, as discussed above, which meets the limitation of a carrier substrate. 

9. Claims 1-2, 4, and 10 are rejected under 35 U.S.C. 102(e) as being anticipated by Phillips 
etal. (US 2004/0101676). 

With respect to independent claim 1, Phillips et al. discloses a method for the production 
of antifalsification identification elements comprising: applying a layer 22 reflecting 
electromagnetic waves and subsequently a dielectric spacer layer 20, which may be polymeric 
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(paragraph 67), on a carrier substrate 12 (Figure 8B and paragraph 84); followed by applying an 
absorber layer 18 on the spacer/dielectric layer 20. Phillips et al. teaches that the absorber layer 
may be formed of metals mixed in a dielectric matrix (paragraph 64), which would form metallic 
clusters. The metallic clusters layer is produced by vacuum technology (paragraph 85). 

With respect to independent claim 2, Phillips et al. discloses a method for the production 
of antifalsification identification elements comprising a reversed order of deposition (paragraph 
84): applying an absorber layer 18 containing metallic clusters and subsequently a dielectric 
spacer layer 20, which may be polymeric (paragraph 67), on a carrier substrate 12; followed by 
applying a layer 22 reflecting electromagnetic waves on the spacer/dielectric layer 20. 

As to claim 4, Phillips et al. teaches a protective layer on top of the metallic clusters layer 
in the embodiment of Figure lOB, where a carrier sheet 64 is the bottommost layer/substrate and 
a film substrate 12 acts as a protective layer on top of the layer 18 having metallic clusters 
therein. 

As to claim 6, Phillips et al. teaches "structuring" of its polymeric dielectric layer through 
laser ablation and/or laser scribing (paragraphs 90-94). Applicant's own specification discloses 
at page 5, first fiiU paragraph, that laser modification is a known means for effecting structuring 
or decrosslinking of its spacer layer. 

As to claim 10, Phillips et al. teaches that the metallic cluster layer is applied by vacuum 
processing (paragraph 85) which is inclusive of vapor deposition. 
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Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the im ention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the stibject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 1 . Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Phillips et al. 
As discussed with respect to claim 6, Phillips et al. teaches laser ablation and/or laser 

scribing to structure its layers, including the polymeric dielectric/spacer layer. Phillips et al. 
lacks a teaching of converting the layer(s) into unique codes by means of fingerprint algorithms. 
However Phillips et al. teaches the desire to form unique features including bar codes, pictures of 
faces or people, etc. (paragraph 91). It would have similarly been obvious for one having 
ordinary skill in the art to have used fingerprint algorithms to form unique codes, as a matter of 
design preference, with the expectation of successful results, since the reference similarly teaches 
the formation of unique codes. 

12. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Phillips et al. as 
applied to claim 1 above, and further in view of Kraus et al. (US 2002/0123235). 

Phillips et al. teaches the desire to form various images in its optical coating. As an 
alternative to laser ablation or scribing, Phillips et al. teaches use of etching as means to form the 
images (paragraph 91). The Examiner notes that the claimed chemical sodium hypochlorite is a 
known etchant. The prior art of Kraus et al. is cited merely for its teaching that hypochlorite 
salts are known etchants, including sodium hypochlorite (paragraphs 13-14). It is the 
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Examiner's position that it would have been obvious to one having ordinary skill in the art to 
have used any known etchant, including sodium hypochlorite, to etch various images in its 
optical coatings (including the spacer layer) with the expectation of successful results since 
Phillips et al. is not limited to particular materials to be used and since sodium hypochlorite is a 
known etchant material. 

13. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Phillips et al. as 
applied to claim 1 above, and further in view of Winnik et al. (US 5,286,286). 

Phillips et al. discusses the inclusion of color shifting ink in its optical coating (paragraph 
90) as means for increasing the security. Winnik et al. is cited for its teaching of a color-shifting 
ink composition useful in providing security to documents, which includes the use of 
chromophore dyes (col. 8, line 50 through col. 9). Winnik et al. teaches inks that are 
substantially colorless and detectable when exposed to radiation outside the visible wavelength 
range, and which are useful in processes wherein it is desired to place invisible markings on 
documents such as providing security markings. One having ordinary skill in the art would have 
recognized, upon seeing the teachings of Phillips et al. and Winnik et al. in combination, that the 
chromophore -based inks of Winnik et al. would have added an increased level of security to the 
optical coatings/structure of Phillips et al. The test of obviousness is not express suggestion of 
the claimed invention in any or all references but rather what the references taken collectively 
would suggest to those of ordinary skill in the art presumed to be familiar with them. In re 
Rosselet, 347 F.2d 847, 146 USPQ 183 (CCPA 1965); In re Hedges, 783 F.2d 1038. 



Application/Control Number: 10/523,825 
Art Unit: 1792 



Page 10 



14. Claims 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Walter et al. 
or WO ' 155 as applied to claim 1 above, and further in view of Phillips et al. 

Walter et al. and WO '155 lack a teaching of structuring the polymer spacer layer through 
decrosslinking effects, and additionally by means of fingerprint algorithms. Phillips et al. is 
similarly directed to manufacturing an antifalsification identification element comprising a 
reflective layer, a polymeric spacer/dielectric layer, and an absorber layer which may contain 
metallic flakes. Phillips et al. teaches "structuring" of its layers, including polymeric dielectric 
layer, through laser ablation and/or laser scribing (paragraphs 90-94). (It is noted that 
Applicant's own specification discloses at page 5, first full paragraph, that laser modification is a 
known means for effecting structuring or decrosslinking of its spacer layer.) Phillips et al. 
teaches the desire to form unique features including bar codes, pictures of faces or people, etc. 
(paragraph 91). It would have been obvious for one having ordinary skill in the art, seeing the 
references of Walter et al. or WO '155 and Phillips et al. in combination to have similarly 
performed laser ablation and/or laser scribing in the optical coating(s) of Phillips et al. with the 
expectation of providing increased security to its product. It would have fiirther been obvious for 
one having ordinary skill in the art to have used fingerprint algorithms to form unique codes, as a 
matter of design preference, with the expectation of successfiil results, since the reference 
similarly teaches the formation of unique codes. 

15. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Walter et al. or 
WO '155 as applied to claim 1 above, and fixrther in view of Phillips et al. and Kraus et al. 
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Walter et al. and WO '155 lack a teaching of treating the polymer spacer layer with 
sodium hypochlorite. Phillips et al. is similarly directed to manufacturing an antifalsification 
identification element comprising a reflective layer, a polymeric spacer/dielectric layer, and an 
absorber layer which may contain metallic flakes. Phillips et al. teaches the desire to form 
various images in its optical coating to provide enhanced security. Phillips et al. teaches use of 
etching as means to form the images (paragraph 91). The Examiner notes that the claimed 
chemical sodium hypochlorite is a known etchant. The prior art of Kraus et al. is cited merely 
for its teaching that hypochlorite salts are known etchants, including sodium hypochlorite 
(paragraphs 13-14). It is the Examiner's position that it would have been obvious to one having 
ordinary skill in the art to have used any known etchant, including sodium hypochlorite, to etch 
various images in its optical coatings (including the spacer layer) in the process of Walter et al. 
or WO '155 upon seeing the references of Walter et al. or WO ' 155 in combination with Phillips 
et al. and Kraus et al., with the expectation of successful resuhs since Phillips et al. is not limited 
to particular materials to be used and since sodiimi hypochlorite is a known etchant material. 

16. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Walter et al. or 
WO '155 as applied to claim 1 above, and further in view of Phillips et al. and Winnik et al. 

Walter et al. and WO '155 lack a teaching of adding a chromophore to the spacer layer. 
Phillips et al. is similarly directed to manufacturing an antifalsification identification element 
comprising a reflective layer, a polymeric spacer/dielectric layer, and an absorber layer which 
may contain metallic flakes. Phillips et al. discusses the inclusion of color shifting ink in its 
optical coating (paragraph 90) as means for increasing the security. Winnik et al. is cited for its 
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teaching of a color-shifting ink composition useful in providing security to documents, which 
includes the use of chromophore dyes (col. 8, line 50 through col. 9). Winnik et al. teaches inks 
that are substantially colorless and detectable when exposed to radiation outside the visible 
wavelength range, and which are useful in processes wherein it is desired to place invisible 
markings on documents such as providing security markings. One having ordinary skill in the 
art would have recognized, upon seeing the teachings of WO '155 or Walter et al. in combination 
with Phillips et al. and Winnik et al., that the chromophore-based inks of Winnik et al. would 
have added an increased level of security to the optical coatings/structure of Walter et al. or WO 
'155. The test of obviousness is not express suggestion of the claimed invention in any or all 
references but rather what the references taken collectively would suggest to those of ordinary 
skill in the art presumed to be famihar with them. In re Rosselet, 347 F.2d 847, 146 USPQ 183 
(CCPA 1965); In re Hedges, 783 F.2d 1038. 



Conclusion 

17. Any inquiry concerning this communication or earlier contmiunications from the 
examiner should be directed to Kirsten C. JoUey whose telephone number is 571-272-1421 . The 
examiner can normally be reached on Monday to Tuesday and Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on 571-272-1423. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 1 0/523 ,825 Page 1 3 

Art Unit: 1792 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kirsten C Jolley/ 

Primary Examiner, Art Unit 1792 
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